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DETAILED ACTION 

1 . Amendment received on 04/01/2010 has been entered into record. No claim is amended. 
Claims 1-26 are currently pending. Applicant argues that claim 1-18 rejections have not recited 
authority in its support (see paragraph 1 on page 6 of current amendment). Examiner has revised 
the rejections with a recitation of authorization in current action. The previous Non-Final 
Rejection mailed on 01/07/2010 is re-issued. 

2. Amendment on the claims received on 06/12/2009 was listed claim 20 twice and was not 
entered into record. The Arguments as per Amendment received on 06/12/2009 was considered 
as per Advisory Action mailed 06/29/2009. 

3. Amendment received on 01/12/2009 was entered into record. Claims 1,3 10 and 19-26 
were amended. 

Priority 

4. This application has no priority claim made. The filing date is 04/08/2004. 
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Claim Rejections - 35 USC §101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefore, subject to the conditions and 
requirements of this title. 

Claims 1-18 are rejected under 35 U.S.C. 101 because the claimed invention is directed to 

non- statutory subject matter. 

a. Claim 1 recites the limitation of "a computer-implemented method for circulating a 
file between the entities comprising: selecting at least one of . . . input files; selecting 
an output file format . . . ; selecting a mode . . . ; extracting file information . . . ; 
circulating the output file to at least one recipient entity ..." wherein there is no 
specific hardware component that is described to be used to implement the method 
and thus render the claim not with proper limitations to support its described method. 
As per subsection B. Processes (methods) of II. PARTICULAR PRACTICAL 
APPLICATION in INTERIM EXAMINATION INSTRUCTIONS FOR 
EVALUATING SUBJECT MATTER ELIGIBILITY UNDER 35 U.S.C. § 101, a 
memorandum issued on August 24, 2009 by Office, a process claim must pass the 
machine-or-transformation test. A claimed process must be tired to a particular 
machine or apparatus. When a machine tie or transformation has been identified, it 
must be further determined that the tie is to a particular machine or the particular 
transformation is of a particular article. Claim recites entities and functions of 
selecting files, formats and a mode, extracting information and circulating a file to an 
entity. There is no specific tie the claimed process to a specific machine or a 
particular transform of a particular article as claimed. Claim 1 and its dependent 
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claims 2-9 are thus rejected as not conforming 35 U.S.C. 101. For the purpose of 
applying art, claims 1 and 2-9 are examined as method claims of similar scope as 
system claims 19-26. 

b. Claim 10 recites the limitation of "a computer-implemented method for circulating a 
file associated with the manufacture or sale of semiconductor devices, the method 
comprising: closing an application file ... ; querying the user if . . . ; if the application 
file is to be circulated, checking and determining . . . ; preparing the application file for 
circulation . . . ; and circulating the output file to at least one recipient ..." wherein 
there is no specific hardware component that is described to be used to implement the 
method and thus render the claim not with proper limitations to support its described 
method. Claim 10 and its dependent claims 1 1-18 are thus rejected as not conforming 
35 U.S.C. 101. For the purpose of applying art, claims 10 and 11-18 are examined as 
method claims of similar scope as system claims 19-26. 
Appropriate corrections are required. 
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Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

Claims 1-5, 7, 10-14, 16 and 19-23 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Lu et al. (B2B in TSMC Turnkey Services), hereinafter referred as Lu. 

a. Regarding claim 1 , Lu disclosed in a semiconductor manufacturing environment with 
a plurality of separate entities (background), a computer-implemented method for 
circulating a file between the entities (last paragraph on right column of page 43 
through 1st paragraph on left column on page 44: send shipping instruction to 
subcontractor and shipping alert to customers through a XML format and e-mail) 
comprising: selecting at least one of a plurality of input files (3rd paragraph on left 
column of page 4 land 5th paragraph on right column of page 41 : entering inventory 
INSLIP data); selecting an output file format from a plurality of output file formats 
(last paragraph on right column of page 43 through 1st paragraph on left column on 
page 44: send in XML format); selecting a mode for circulation from a plurality of 
modes for circulation (last paragraph on right column of page 43 through 1st 
paragraph on left column on page 44: e-mail); extracting file information from the 
selected at least one input file to an output file in the selected output file format (last 
paragraph on right column of page 43 through 1st paragraph on left column on page 
44: process INSLIP, send shipping instruction and shipping alert in XML format) ; 
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and circulating the output file to at least one recipient entity using the selected mode 
for circulation (last paragraph on right column of page 43 through 1st paragraph on 
left column on page 44: send to subcontractors and/or customers). 

b. Regarding claim 2, Lu disclosed the computer-implemented method of claim 1 , 
wherein the at least one input file comprises a product manufacturing report from a 
semiconductor foundry (4th paragraph on left column of page 41 : cycle time reports 
and yields reports). 

c. Regarding claim 3, Lu disclosed the computer-implemented method of claim 1, 
further comprising converting the at least one input file to a different file format prior 
to the extracting (2nd paragraph on left column of page 44: aggregate all 
subcontractor's information in one format). 

d. Regarding claim 4, Lu disclosed the computer-implemented method of claim 1, 
wherein the mode for circulation comprises e-mail (last paragraph on right column of 
page 43 through 1st paragraph on left column on page 44: send through e-mail). 

e. Regarding claim 5, Lu disclosed the computer-implemented method of claim 1, 
wherein the mode for circulation comprises facsimile (3rd paragraph on left column 
of page 44: exchange the hard copy WO and invoice through FAX). 

f. Regarding claim 7, Lu disclosed the computer-implemented method of claim 1, 
wherein the at least one input file comprises at least two input files (3rd paragraph on 
left column of page 41 and 3rd paragraph on left column of page 42: integrate lot 
status (FAB + Circuit Probing + AS + FT)). 
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g. Regarding claim 10, Lu disclosed a computer-implemented method for circulating a 
file associated with the manufacture or sale of semiconductor devices, the method 
comprising: closing an application file responsive to a user request (in light of 
paragraph 23 on pages 5-6 and paragraph 59 on page 13 of applicant's specification; 
4th paragraph on left column of page 43: request for reporting system); querying the 
user if the application file is to be circulated (3rd paragraph on left column of page 
41 : report oriented, yield data, ship alarm, produced some kinds of data to ask the 
subcontractor to provide, electronic purchase order, confirmed shipping dates), 
wherein the preparing comprises converting the application file to another application 
file type if necessary (last paragraph on right column of page 43 through 1st 
paragraph on left column on page 44: process INSLIP, send shipping instruction and 
shipping alert in XML format); if the application file is to be circulated, checking and 
determining the application file type (2nd paragraph on left column of page 43: 
format/data type check, content context check); preparing the application file for 
circulation (last paragraph on right column of page 43 through 1st paragraph on left 
column on page 44: process INSLIP, send shipping instruction and shipping alert in 
XML format); and circulating the output file to at least one recipient (last paragraph 
on right column of page 43 through 1st paragraph on left column on page 44: send to 
subcontractors and/or customers) using a selected one of a plurality of circulation 
modes (last paragraph on right column of page 43 through 1st paragraph on left 
column on page 44: send to subcontractors and/or customers). 
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h. Claims 11-14 and 16 are of the same scope of claims 2-5, 7 and 10. These are rejected 
for the same reasons as for claims 2-5, 7 and 10. 

i. Claims 19-23 are of the same scope of claims 1-5. These are rejected for the same 
reasons as for claims 1-5. 

Lu disclosed all limitations of claims 1-5, 7, 10-14, 16 and 19-23. Claims 1-5, 7, 10-14, 16 

and 19-23 are rejected under 35 U.S.C. 102(b). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the subject matter as a whole would have 
been obvious at the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 

Claims 6, 8-9. 15, 17-18 and 24-26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lu and further in view of Nicholls et al. (US 6363414 Bl), hereinafter referred as 
Nicholls. 

a. Lu has shown claims 1,10 and 19 substantially as claimed. Lu does aoi ■ Npheo'h 
show wherein the mode for circulation comprises a wireless device. However Lu does 
show circulating files in FAX or e-mail (see claim 13-14 rejections above). 

b. Nicholls shows (column 1, lines 16-42) that any device capable transmitting 
electronic data can now send and receive e-mail message (e.g. cellular phone and 
hand-held computer devices having wireless communication capabilities) in an 

o , s ! - k 5e of converting an email message to a different format 
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and retransmitting to a location other than recipient address information in the email 
message. 

c. - ve been obvious t( 

invention ^ t-io ^ \ v : \ Lu's functions of B2B in turnkey services with 
Nicholls' functions of transmitting e-mail in wireless communication. 

d. The modification would have been obvious because o: >\ •• >Ni ^ -k? i s it< the an 
would have been motivated to apply e-mail over wireless electronic data transporting 
capability per Nicholls as applied to the general art of e-mail communication as per 
Lu's (last paragraph on right column of page 43 through 1 st paragraph on left column 
on page 44) and Nicholls (3 rd paragraph in column l)'s teaching. 

e. Regarding claim 8, Nicholls shows wherein the mode for circulation comprises 
sending an e-mail to at least two different entities, the at least two different entities 
having different e-mail systems (Fig. 2a and column 2, line 49 through column 3, line 
321 : internet based e-mail, delivery e-mail via facsimile, pager or telephony). 

f. Regarding claim 9, Nicholls shows wherein the mode for circulation comprises 
sending an e-mail to at least one entity, and sending a facsimile to at least one other 
entity, the at least one other entity being at a different location than the at least one 
entity (column 5, line 52 though column 6, line 16: received e-mail may be faxed to 
subscriber's home facsimile machine). 

g. Claims 15, 17-18 and 24-26 of the same scope as claims 1, 6 and 8-10. These are 
rejected for the same reasons as for claims 1, 6 and 8-10. 
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Together Lu and Nicholls disclosed all limitations of claims 6, 8-9. 15, 17-18 and 24-26. 
Claims 6, 8-9. 15, 17-18 and 24-26are rejected under 35 U.S.C. 103(a). 
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Response to Arguments 

8. The action is issued in response to applicant's remark on no recitation of authority to the 
claim 1-18 rejections under 35 U.S.C. 101. Examiner's responses to applicant's arguments filed 
on 01/12/2009 are repeated as below per Office Action dated 04/15/2009. 

a. Applicant has amended claim language to address claim rejections and claim 
rejections under 35 U.S.C. 1 12, second paragraph as per section 3 and item c of 
section 4 of office action mailed on 1 1/03/2008. Applicant has further clarified claim 
rejections under 35 U.S.C. 1 12, second paragraph as items a and b of section 4 of 
office action mailed on 1 1/03/2008. Examiner has reviewed and accepted claim 
amendments and clarification. The previous claim objections and rejections under 35 
U.S.C. 112, second paragraph are withdrawn. 

b. As states in item a above, applicant has amended claim 1 with the limitations of 
"selecting . . . from a plurality of . . ." and examiner does not find the support for these 
limitations. However, applicant does argue that Lu does not have these limitations as 
per 3 rd paragraph on page 7 of current amendment. As one skill in the art would know 
that "selecting . . . from a plurality of ..." is not different from "choosing at least one" 
unless it is more specific about what is chosen from, i.e. to narrow the selection. As 
Lu has shown (3rd paragraph on left column of page 4 land 5th paragraph on right 
column of page 41) asking some kinds of data to provide, i.e. seems to allow selecting 
from different inputs; (last paragraph on right column of page 43 through 1st 
paragraph on left column on page 44) send in XML format, FAX, e-mail and phone, 
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i.e. selecting from different output (file) formats and modes. Thus Lu seems to have 
the amended and argued limitations, 
c. Claim rejections are updated to reflect the current amended claim changes as above. 
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Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Refer to the enclosed PTO-892 for details. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peling A. Shaw whose telephone number is (571) 272-7968. The 
examiner can normally be reached on M-F 8:00 - 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William C. Vaughn can be reached on (571) 272-3922. The fax phone number for 
the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the statu9s of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Peling A Shaw/ 
Examiner, Art Unit 2444 



